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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Deltagen Proteomics, Inc. 

Serial No.: 09/990,912 

Filed: November 16, 2001 

For: P-Catenin Assays, and 
Compositions Therefrom 

Group Art Unit: 1625 

Examiner: Not yet assigned 



I hereby certify that this paper is being 
deposited with the United States Postal 
Service as first class mail, postage 
prepaid, in an envelope addressed to: 
Commissioner for Patents, 
Washington, D.C. 20231, on the 
following date: 



(Date) 




PETITION UNDER 37 C.F.R. § 1.47(a) 



Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



RECEIVED 

MAR 2 7 2002 
OFFICE OF PETITIONS 



This petition is being submitted under the provisions of 37 C.F.R. § 1.47(a) 
along with a Declaration and Power of Attorney document executed by joint inventors Carl 
Alexander Kamb and Michael Leslie Pierce for themselves and on behalf of their missing co- 
inventors, Sanhee Yoo and Miguel Garcia-Guzman. The declaration was not executed by co- 
inventors Sanghee Yoo and Miguel Garcia-Guzman because they have refused to sign. 

Submitted herewith is a Declaration of Facts in which I relate that attempts to 
obtain the signatures of Sanghee Yoo and Miguel Garcia-Guzman have been unsuccessful, 
based upon my firsthand knowledge. 



03/12/2003 MBERHE 000000B7 501015 09990912 
01 FC:122 130.00 CH 



The last known address of employment of Sanghee Yoo is: 

Aurora Biosciences Corporation 
HOlOTorreyana Road 
San Diego, CA 92121 



The last known address of employment of Miguel Garcia-Guzman is: 

Aurora Biosciences Corporation 
HOlOTorreyana Road 
San Diego, CA 92121 

The fee set forth in 37 C.F.R. §1. 17(h) for $130.00 is submitted herewith. 
On the basis of these facts and for the foregoing reasons it is solicited that the 



Commissioner grant the patent in this application to the inventors making the application 
(Carl Alexander Kamb and Michael Leslie Pierce) subject to the same rights which the 
omitted inventors (Sanghee Yoo and Miguel Garcia-Guzman) would have had if they had 
been joined. 

Should the examiner have any question of form or substance he or she is 
encouraged to contact the undersigned attorney at the telephone number and address listed 
below. 



Deltagen Proteomics, Inc. 
615 Arapeen Drive, Suite 300 
Salt Lake City, UT 84108 
(801) 303-0304 - telephone 
(801) 303-0333 -facsimile 



Respectfully submitted, 





COPY OF PAPERS 
ORIGINALLY FILED 



PATENT 

Attorney Docket No. VEN 009/01 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Deltagen Proteomics, Inc. 

Serial No.: 09/990,912 

Filed: November 16, 2001 

For: P-Catenin Assays, and 
Compositions Therefrom 

Group Art Unit: 1625 

Examiner: Not yet assigned 



I hereby certify that this paper is being 
deposited with the United States 
Postal Service as first class mail, 
postage prepaid, in an envelope 
addressed to: 

Commissioner for Patents, 
Washington, D.C. 20231, on the 
following date: 

i£~Jo • 3k> .3 COX 



Date 




JoanlKarr 



DECLARATION OF FACTS UNDER 37 C.F.R. § 1.47(a) 



Commissioner for Patents 
Washington, D.C. 20231 



Sir: 



Laura A. Handley hereby states as follows: 



RECEIVED 

******** 



1. I am authorized by Deltagen Proteomics, Inc., an assignee of the 
subject matter claimed in the above-identified patent application (hereinafter the 
"patent application") to make this statement. 



2. I make this declaration to provide facts known to me concerning the 
refusals of Sanghee Yoo and Miguel Garcia-Guzman, two of the four co-inventors of 
the patent application, to join this application for patent. The other co-inventors (Carl 
Alexander Kamb and Michael Leslie Pierce) have executed a declaration for patent 
application for themselves and on behalf of their non-cooperating co-inventors. 



3. At the time of invention of the subject matter claimed in the patent 
application, Sanghee Yoo and Miguel Garcia-Guzman were employed by Arcaris, Inc. 
(now doing business as Deltagen Proteomics, Inc.)- The invention was within the 
course and scope of Sanghee Yoo's and Miguel Garcia-Guzman' s employment with 
Arcaris, Inc. Subsequently, Sanghee Yoo and Miguel Garcia-Guzman left the employ 
of Arcaris, Inc. 

4. Sanghee Yoo's current address of employment is: 
Aurora Biosciences Corporation 
HOlOTorreyana Road 

San Diego, CA 92121 

5. Miguel Garcia-Guzman' s current address of employment is: 
Aurora Biosciences Corporation 

HOlOTorreyana Road 
San Diego, CA 92121 

6. The patent application is a continuation-in-part of U.S. Serial No. 
08/812,994 of Carl Alexander Kamb, Sole Inventor, now issued as U.S. Patent No. 
5,955,275, and U.S. Serial No. 60/253,325, filed November 27, 2000. The patent 
application describes and claims subject matter similar to that described and claimed 
in the parent patent applications. On May 10, 2001, Sanghee Yoo and Miguel Garcia- 
Guzman executed an Assignment document for the parent provisional case (U.S. 
Serial No. 60/253,325). A copy of the Assignment document executed by Sanghee 
Yoo and Miguel Garcia-Guzman is attached hereto as Attachment A. 

7. On January 3, 2002, a letter enclosing a combined Declaration and 
Power of Attorney, the specification, and the claims for the patent application was 
mailed to Sanghee Yoo and Miguel Garcia-Guzman at their current address of 
employment, given above. Copies of the January 3, 2002 letters enclosing these 
documents are attached hereto as Attachment B. In follow-up conversations, on or 



about January 30, 2002, each co-inventor stated that he/she would not sign the 
Declaration and Power of Attorney. 



8. I hereby declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to be true; 
and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, 
under 18 U.S.C. §1001 and that such willful false statements may jeopardize the 
validity of the application or any patent issued thereon. 



Date: 




Laura A. Handley ^ 
Associate General Counsel and 
Senior Director of Intellectual Property 




ASSIGNMENT 



Serial No: 



60/253,325 



Filed: November 27, 2000 



Title: p-CATENIN/TCF ASSAYS, AND COMPOSITIONS THEREOF 



RECE/VED 

MAR 2 7 z m 



For good and valuable consideration, the receipt and sufficiency of which are hereby 
acknowledged, the undersigned hereby assign to Arcaris Inc., a Delaware corporation, 615 
Arapeen Drive, Suite 300, Salt Lake City, Utah (hereinafter "assignee"), its successors and 
assigns, the entire right, title and interest in the invention or improvements of the undersigned 
disclosed in an application for Letters Patent of the United States, executed by the undersigned 

on ^H^Tf a ( ^ ajuj ^ application and any and all other applications, both 

United States and foreign, which the undersigned may file, either solely or jointly with others, on 
said invention or improvements, and in any and all Letters Patent of the United States and 
foreign countries, which may be obtained on any of said applications, and in any reissue or 
extension thereof 

The undersigned hereby authorize and request the Commissioner of Patents and 
Trademarks to issue said Letters Patent to said assignee. 

The undersigned hereby authorize and request the attorneys of record in said application 
to insert in this assignment the execution date and/or filing date and serial number of said 
application when officially known. 



The undersigned warrant themselves to be the owners of the interest herein assigned and 
to have the right to make this assignment and further warrant that there are no outstanding prior 
assignments, licenses, or other right 0 in the interest herein assigned. 



For said consideration the undersigned hereby agree, upon the request and at the expense 
of said assignee, its successors and assigns, to execute any and all divisional, continuation, 
continuation-in-part and substitute applications for said invention or improvements, and any 
necessary oath or affidavit relating thereto, and any application for the reissue or extension of 
any Letters Patent that may be granted upon said application, and any and all applications and 
other documents for Letters Patent in foreign countries on said invention or improvements, that 
said assignee, its successors or assigns, may deem necessary or expedient, and for said 
consideration the undersigned further agree upon the request of said assignee, its successors or 
assigns, in the event of any application or Letters Patent assigned herein becoming involved in 
Interference, to cooperate to the best of the ability of the undersigned with said assignee, its 
successors or assigns, in the manner of preparing and executing the preliminary statement and 
giving and producing evidence in support thereof, the undersigned hereby agreeing to perform, 
upon request, any and all affirmative acts to obtain said Letters Patent, both United States and 
foreign, and vest all rights therein hereby conveyed in said assignee, its successors and assigns, 
whereby said Letters Patent will be held and enjoyed by said assignee, its successors and assigns, 
to the full end of the term for which said Letters Patent may be granted as fully and entirely as 
the same would have been held and enjoyed by the undersigned if this assignment and sale had 
not been made. 




,2001. 



Miguel Garcia-Guzman 



f 



State of Utah ) 
) 

County of Salt Lake ) 

On this 10 — day of M /kj , 2001, before me, a Notary Public 

in and for the County and State aforesaid, appeared Alexander Kamb , to me personally known 
to be the same person(s) whose name(s) are subscribed to the foregoing instrument, and 
acknowledged that they executed said instrument as their free and voluntary act and for the uses 
and purposes therein expressed. 

WITNESS my hand and seal the same day and year last given aboye. 
My Commission Expires November 15, 2003 




NOTARY PUBLIC 
JOAN KARR 

615 ArapeenDr #300 
Sart Lake City, Utah 84108 
My Commission Expires 
November 15,2003 
STATE OF UTAH _ 




Notary Public 



State of CL\ VSorn^ ) 

County of S^T^^q ) 

On this _ day of < \e^\p mW C , 2001, before me, a Notary Public 

in and for the County and State aforesaid, appeared Sanghee Yoo. to me personally known to be 
the same person^ whose namej^ are subscribed to the foregoing instrument, and acknowledged 
that they executed said instrument as their free and voluntary act and for the uses and purposes 
therein expressed. 

WITNESS my hand and seal the same day and yearlast given above. 

My Commission Expires Vl^C^m^ ir MoO^vO^-^^^* AAr-^^P 

Notary Public 




1686 I 



PAMELA F. Hfll 
Commission # 1201686 
Notary Public - California 
Son Diego County 
My CnriTv Sfp^fs Nov ] 5, 20C2 



State of CAt^osrua ) 

< ) 
County of — C yTT^, ggo ) 

On this _ day of Se^mNggC , 2001, before me, a Notary Public 

in and for the County and State aforesaid, appeared Miguel Garcia-Guzman, to me personally 
known to be the same person^ whose name^Tare subscribed to the foregoing instrument, and 
acknowledged that they executed said instrument as their free and voluntary act and for the uses 
and purposes therein expressed. 



WITNESS my hand and seal the same day and year last given above. 




My Commission Expires 0Jo-£ yy^qPk; \S f 1$o&^ \CX-Ann^& — t, V\ r ^JL£^ 

Notary Public 




1686 I 



PAMELA F. HIU 
Commission #1201686 , 
Notciy Public -California § 
San Diego County r 
MyComm.ExpinesNtav15 < 2D02p 



January 3, 2002 



Dr. Miguel Garcia-Guzman 
Aurora Bioscience 
1 1010 Torreyana Road 
San Diego, CA 92121 

Re: U. S. Patent Application 
Serial No.: 09/990,912 

CIP of U.S. 08/812,994 
inventors: Kamb, Garcia-Guzman, Yoo, and Pierce 
Filed: November 16, 2001 

For: "p-Catenin Assays, and Compositions Therefrom" 

Dear Miguel: 

On November 16, Deltagen Proteomics Inc. (formerly Arcaris Inc.) filed a new patent 
application as referenced above with the U. S. Patent and Trademark Office (USPTO). We 
enclose a copy of that application for your review. Please note that, although this patent 
application has been filed with the USPTO, the application has not yet been made 
available to the public Thus it remains proprietary and highly confidential information 
of our company. Please treat it accordingly. 

As part of the application process, you as an inventor are asked to review the application and 
then to review and sign the enclosed Oath and Declaration form. Please do so at your earliest 
convenience and return the documents in the enclosed pre-paid mailing envelope. If 
possible, we would like to receive this executed document back from you by Wednesday, 
January 9, 2002. 

Also, as explained in more detail in the enclosed Oath and Declaration, you have a duty as an 
inventor to disclose any publications that are relevant to the examination of this patent 
application by the USPTO. If you are or may be aware of any such publications, or if you 
have any questions about this duty of disclosure, please call me at your earliest 
convenience at (801) 303-0304. 



Deltagen Proteomics, Inc.* 615 Arapeen Drive • Suite 300 • Salt Lake City • UT 84108 • Tel 801.303.0300 • Fax 801.303.0333 • www.deltagenpro.* 



Thank you in advance for your prompt assistance with this matter. Best wishes for a 
successful and happy new year. 

Sincerely, 




Laura A. Handley, Esq. 
Associate General Counsel and 
Senior Director of Intellectual Property 



Enclosures 



